The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
claims 1-4, 6-17 and 19-27 as anmended after final rejection.
These are all of the clainms remaining in the application.
THE | NVENTI ON
The clained invention is directed toward a nethod and

apparatus for formng cavities in sem conductor substrates
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(specification, page 1, lines 4-6). Caiml, directed toward
the method, is illustrative:

1. A nmethod of formng a ceram c substrate having
at |l east one cavity, the nethod conprising the steps
of :

(a) placing at | east one ceram c greensheet having
at | east one cavity over a first plate;

(b) placing a planar coated nenbrane sheet over said
cavity, wherein said coated nenbrane sheet has an

el ongation of greater than 350% at roomtenperature
and a nmodul us of less than 1 Gpa. and wherein said
coat ed nmenbrane sheet is selected fromthe group
consisting of silicone-coated silicone rubber,
silicone-coated pol yurethane, silicone-coated

pol yet hyl ene and silicon-coated copol yners of

pol yet hyl ene and a second pol yol efi n;

(c) conformng said coated nenbrane sheet to said
cavity;

(d) applying pressure to at |east the coated
menbr ane sheet and the at | east one ceramc
greensheet, said coated nenbrane sheet preventing
the coll apse of said cavity during this step of
appl yi ng pressure.

THE REFERENCES

Thein et al. (Thein) 5,108, 532 Apr. 28,
1992
Gauci et al. (Gauci) 5,478, 420 Dec. 26,
1995
Johnst one 5,520, 763 May 28,
1996
Nat araj an et al. (Natarajan) 5, 538, 582 Jul . 23,
1996

(filed Sep. 14,
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THE REJECTI ONS

The clains stand rejected under 35 U . S.C. § 103 as
follows: clains 1-4, 6-8, 11, 13-17, 19-21, 24, 26 and 27 over
Nat arajan in view of Johnstone; clainms 9, 10, 22 and 23 over
Nat arajan in view of Johnstone and Thein; and clains 12 and 25
over Natarajan in view of Johnstone and Gauci. Cainms 26 and
27 also stand rejected under 35 U. S.C. 8§ 112, second
par agr aph, as being indefinite for failing to particularly
point out and distinctly claimthe subject nmatter which the
appel l ants regard as the invention.

OPI NI ON

We dismss the appeal as to clains 26 and 27 and, as to

the other clains, reverse the rejection under 35 U.S.C. § 103.
Rej ection under 35 U.S.C. 8§ 112, second paragraph

A requirenment of 37 CFR 8 1.193(b)(1993) is that “[i]f
the exam ner’s answer expressly states that it includes a new
ground of rejection, appellant nmust file a reply thereto
within two nonths fromthe date of such answer to avoid

di sm ssal of the appeal as to the clains subject to the new
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ground of rejection ....” The exam ner’s answer, which was
mai | ed on Novenber 26, 1997, expressly states (sixth page)!
that the rejection of clains 26 and 27 under 35 U S.C. § 112,
second par agraph, as depending fromcanceled clains is a new
ground of rejection, and further states (ninth page) that a
reply to this rejection nmust be filed within two nonths to
avoi d dism ssal of the clains so rejected. 1In a tel ephone
conversation on Novenber 13, 2001 between the appellants’
counsel and a nmenber of the board s clerical staff, it was
confirmed that the appellants have not filed a response to the
new ground of rejection. Accordingly, we dismss the appeal
as to clainms 26 and 27.
Rej ection under 35 U . S.C. § 103

We need to address only the independent clains, which are
claims 1 and 14. These clainms both require that a planar
menbrane sheet is coated with a silicone.

Nat ar aj an di scl oses a net hod and apparatus for formng a
ceram c substrate having at |east one cavity, wherein a planar

menbrane sheet is placed over a cavity for subsequently being

'The pages of the examiner’s answer are not nunbered.
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conformed to the cavity (col. 6, lines 20-26). Natarajan
teaches that the nenbrane should be made of a non-sticky
material so that the nenbrane does not stick either to the
ceram c substrate or to any other fixture or itemw th which
it comes into contact (col. 8, lines 11-15). The non-sticky
menbrane materials which are exenplified for use in cases
where high elongation is desired include polyethylene (col. 8,
lines 26-33), which is one of the nmenbrane materials recited
in the appellants’ clains 1 and 14. Natarajan does not

di scl ose a silicone-coated nenbrane.

Johnst one di scl oses a nethod for applying netallic foi
to toner which has been printed on a substrate, wherein either
t he backing of the netallic foil is inherently of rel ease
material or there is a release |ayer of a material such as a
silicone or polytetrafluoroethyl ene between the netallic foi
and the backing (col. 4, lines 14-19). The side of the
metallic foil opposite the backing has thereon a transfer
adhesive (col. 4, lines 22-23). Because the foil has a nuch
hi gher affinity to the adhesive than to the rel ease materi al,
when t he adhesi ve engages the toner and heat and pressure are
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applied to the backing, the adhesive and foil transfer to the
toner (col. 4, lines 23-30).

The exam ner argues that “[i]t would have been obvious to
one of ordinary skill in the art to have enpl oyed a silicone
coating on the nenbrane, as is conventional in the art and
shown by Johnstone, in the nethod and apparatus of Natarajan
in order to prevent undesired adhesion” (answer, fourth page).
In the exam ner’s view, the “suggestion or notivation to
conbi ne [ Nataraj an and Johnstone] is provided by the
desirability of inmproving the non-stick properties of the
mat eri al di scl osed by Natarajan by adding a non-stick coating

as di scl osed by Johnstone” (answer, seventh page).

In order for a prima facie case of obviousness to be
established, the teachings fromthe prior art itself mnust
appear to have suggested the clainmed subject matter to one of
ordinary skill in the art. See In re Rinehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not

sufficient to establish a prima facie case of obvi ousness.
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See In re Fritch, 972 F.2d 1260, 1266, 23 USPRd 1780, 1783
(Fed. Gir. 1992).

Contrary to the exam ner’s assertion, Johnstone does not
teach that it was conventional in the art to apply a silicone
coating onto a nenbrane. What Johnstone teaches is that in
t he net hod disclosed therein for transferring netallic foil
fromthe foil’ s backing to a toner, a rel ease coating of a
material which can be a silicone is needed between the foi
and the backing if the backing is not inherently of rel ease
material. The exam ner has not expl ained why, in view of the
di scl osure by Natarajan of non-sticky nmenbrane naterials and
the lack of any indication by Natarajan that sticking is a
probl em when these materials are used, one of ordinary skill
in the art would have been | ed by the applied references
t hensel ves to apply a coating of Johnstone’ s rel ease materi al
to Natarajan’s nmenbrane. The record indicates that the
desirability of a non-stick coating on Natarajan s menbrane
cones fromthe appellants’ disclosure of their invention in
the specification rather than comng fromthe applied prior
art and that, therefore, the exam ner used inpermssible
hindsight in rejecting the appellants’ clains. See WL. Core
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& Associates v. Grlock, Inc., 721 F.2d 1540, 1553, 220 USPQ
303, 312-13 (Fed. Gr. 1983), cert. denied, 469 U S. 851
(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331
(CCPA 1960). Accordingly, we reverse the rejection of
clainms 1-4, 6-17 and 19-25.2
DECI SI ON

The rejections under 35 U. S.C. 8§ 103 of clains 1-4, 6-8,
11, 13-17, 19-21 and 24 over Natarajan in view of Johnstone,
claims 9, 10, 22 and 23 over Natarajan in view of Johnstone

and

Thein, and clains 12 and 25 over Natarajan in view of

2 The exam ner relies upon Thein and Gauci only for
[imtations in dependent clains and not for any disclosure
whi ch renedi es the above-di scussed deficiency in Natarajan and
Johnst one.
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Johnstone and Gauci, are reversed. The appeal

to clainms 26 and 27.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

TERRY J. OVWENS
Adm ni strative Patent Judge

TJQ ki

N N N N N N N N N N N N N

is dismssed as

BOARD OF PATENT

APPEALS AND

| NTERFERENCES



Appeal No. 1998-1804
Application 08/668, 291

| ra David Bl ecker

Intell ectual Property Law

| BM Cor poration Dept.

Bl dg. 300-482, 2070 Route 52
Hopewel | Junction, NY 12533-6531

10



